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DETAILED ACTION 
Response to Amendment 

The amendment filed on November 21 , 2005 has been considered but is ineffective to 
overcome the prior art reference. 

Upon further review, the indication of allowable subject matter noted in the previous 
Office Action is withdrawn and an action on the merits follows. 

Specification 

The amendment filed November 21, 2005 is objected to under 35 U.S.C. 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: "said depth guides being positioned on said 
face of said grinding teeth at different locations than said grinding teeth" (elms. 26, 27, 31-33). 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 26, 27 and 31-33 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
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or with which it is most nearly connected, to make and/or use the invention. Neither the 
originally filed written disclosure nor the drawings provide support for "depth guides being 
positioned on said face of said grinding teeth at different locations than said grinding teeth ". 
How it is possible for the depth guides to be positioned on the face of the teeth and also at 
different locations than said teeth. The specification fails to. provide support for this limitation. 
Accordingly the claims have not been further treated on the merits. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 5-9, 13, 17-19 and 25, are rejected under 35 U.S.C. 102(b) as being anticipated by 
Paumier (6,435,234). With regard to claim 5, Paumier discloses a stump grinding machine that 
is configured to mount to a powered vehicle (fig. 1) said stump grinding machine being operable 
to grind a stump and comprising: a disc mount (24) mounted to a mounting portion of the 
powered vehicle (fig. 1) and pivotable about a generally horizontal axis (figs. 1, 3 and a grinding 
disc (14) mounted to said disc mount and rotatable about a disc axis (fig. 1, 3, 4), said grinding 
disc having a plurality of teeth (fig. 3) on a face of said disc, said grinding disc (14) being 
rotatably drivable by a rotational drive device (52) connected to said grinding disc (14) and to a 
power source of the powered vehicle (col. 4, lines 11-15), said disc mount being pivotable about 
said generally horizontal axis (figs. 1, 2) to arcuately move said grinding disc as said grinding 
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disc is rotatably driven via said rotation drive device to grind a stump; and a mounting frame 
(22) configured to connect to the mounting portion of the powered vehicle (fig. 1) and to extend 
generally horizontally therefrom, said disc mount (24) being pivotally mounted (fig. 1) to said 
mounting frame (22) wherein said mounting frame (22) comprises a base portion (fig. 1 ) 
attachable to the powered vehicle and a support portion (23) mounted at one end of said base 
portion (fig. 1) and extending generally horizontally from said base portion (fig. 1), said disc 
mount (24) being pivotally attached to an opposite end of said support portion from said base 
portion (fig. 1). 

With regard to claims 6 and 37, Paumier discloses wherein said support portion (23) is 
pivotally mounted to said base portion (fig. 1) and is pivotable about a generally vertical axis. 

With regard to claim 7, Paumier discloses wherein said support portion is pivotable about 
said generally vertical axis via a first actuator (21) and said disc mount is pivotable about said 
generally horizontal axis via a second actuator (fig. 1; Examiner notes, actuate above disc mount 
24 connected to grinder 10). 

With regard to claims 8 and 9, Paumier discloses wherein said face of said grinding disc 
(14) comprises a front face that is facing generally toward the powered vehicle when said stump 
grinding machine is connected to the powered vehicle a rear a face that is facing generally away 
from the powered device when said stump grinding machine is connected to the vehicle, (fig. 1, 

4). 
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With regard to claim 13, Paumier discloses a shroud (50) and a mounting bracket (fig. 4). 




With regard to claim 1 7, Paumier discloses said mounting bracket is pivotably about said 
horizontal axis in response to an actuator (fig. 1 ) that is correctable between the support arm and 
said mounting bracket (fig. 1). 
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With regard to claim 18, Paumier discloses said disc mount is biased toward an initial 
orientation, said disc mount pivoting about said horizontal axis away from said initial orientation 
in response to said grinding disc (14) being moved into engagement with a stump (fig. 1) via the 
vehicle (fig, 1). 

With regard to claim 19, Paumier discloses wherein the disc mount is biased to urge said 
grinding disc into and at least partially through the stump (fig. 1) to grind the stump after the 

vehicle is stopped (fig. 1 ). 

With regard to claim 25, Paumier discloses said teeth (48) spaced radially along said face 

of said grinding disc ( fig. 3). 

Additionally, claims 5-7 and 37 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Maroney(5,829,497). Maroney discloses a stump grinding machine that is configured to 
mount to a powered vehicle (col. 2, lines 16-21) said stump grinding machine being operable to 
grind a stump and comprising: a disc mount (26, 27) mounted to a mounting portion of the 
powered vehicle (fig. 1) and pivotable about a generally horizontal axis (figs. 3); and a grinding 
disc (45) mounted to said disc mount and rotatable about a disc axis (fig. 2), said grinding disc 
having a plurality of teeth (5 1 ; fig. 2) on a face of said disc, said grinding disc (45) being 
rotatably drivable by a rotational drive device (col. 3, lines 28-40) connected to said grinding 
disc (45) and to a power source of the powered vehicle (col. 3, lines 28-30), said disc mount 
being pivotable about said generally horizontal axis (figs. 3-5) to arcuately move said grinding 
disc as said grinding disc is rotatably driven via said rotation drive device to grind a stump; and a 
mounting frame (3) configured to connect to the mounting portion of the powered vehicle (fig. 
1) and to extend generally horizontally therefrom, said disc mount (26, 27) being pivotally 
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mounted (col. 3, lines 6-26) to said mounting frame (3) wherein said mounting frame (3) 
comprises a base portion (fig. 1) attachable to the powered vehicle and a support portion (15) 
mounted at one end of said base portion (fig. 1) and extending generally horizontally from said 
base portion (fig. 1), said disc mount (26, 27) being pivotally attached to an opposite end of said 
support portion from said base portion (fig. 1). 

With regard to claims 6 and 37, Maroney discloses wherein said support portion (15) is 
pivotally mounted to said base portion (fig. 1) and is pivotable about a generally vertical axis. 

With regard to claim 7, Maroney discloses wherein said support portion is pivotable 
about said generally vertical axis via a first actuator (11) and said disc mount is pivotable about 
said generally horizontal axis via a second actuator (64). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2-4, 10, 12, 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Paumier (6,435,234) in view of Maroney (5,829,497). With regard to claims 2 and 36, Paumier 
discloses a stump grinding machine that is configured to mount to a powered vehicle (fig. 1), 
said stump grinding machine being operable to grind a stump and comprising: a disc mount (22) 
mounted at a mounting portion of the powered vehicle and pivotable about a generally horizontal 
axis (fig. 2); and a grinding disc (14) rotatably mounted to said disc mount and rotatable about a 
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disc axis, said grinding disc having a plurality of grinding teeth (48) on a face of said disc (fig. 
4), said grinding disc being rotatably drivable by a rotational drive device (38, 51) connected to 
said grinding disc and to a power source of the powered vehicle (col. 4, lines 5-28), said disc 
mount being pivotable about said generally horizontal axis to arcuately move said grinding disc 
as said grinding disc is rotatably driven via said rotational drive device to grind a stump. 
Paumier does not disclose said rotation drive device comprises a telescopic drive shaft. Maroney 
teaches in closely related art a stump grinder configured to be connected/mounted to a 
tractor/vehicle wherein the rotation drive device of the stump grinder comprises a telescopic 
drive shaft (34; figs. 3-5; col. 3, lines 22-30). Maroney teaches this construction for improved 
versatility and maneuverability in grinding stump. Because the references are from a closely 
related art and deal with a similar problem ( i.e.; grinding stump via vehicle mounted disc 
grinder) it would have been obvious at the time of the invention to one having ordinary skill in 
the art to replace, Paumier' s non-telescopic drive shaft with a telescopic drive shaft for improved 
versatility and maneuverability as taught by Maroney. 

With regard to claim 3, Paumier discloses a mounting frame (fig. 1) configured to 
connect to the mounting portion of the powered vehicle (fig, 1 ) and to extend generally 
horizontally therefrom, said disc mount being pivotally mounted ( C ) to said mounting frame. 
Examiner notes that because the mounting portion has a substantial height and width, the portion 
too has both vertical and horizontal extension and thus extends generally horizontally. 

With regard to claim 4, Paumier discloses the mounting frame (fig. 1) configures to be 
cantileverely supported. Examiner understands cantileverely support to be "supported at only 
one end." 
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With regard to claim 10, Paumier discloses said stump grinding machine (10) is 
configured to mount to a powered tractor (fig. 1). 

With regard to claim 12, Paumier discloses said disc mount (22) is pivotally mounted to 
the mounting portion (fig. 1) of a support arm extending from the powered vehicle (12) and 
defining the mounting portion of the powered vehicle. See fig. 1 

Claims 17, 21, 22, 24, 28, 30, 38 and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paumier (6,435,234) alone or in view of Bowling (6,021,825). With regard to 
claims 21, 22, 24, 30 and 38, Paumier discloses said grinding disc includes a plurality of depth 
guides position on said face of said grinding disc, said depth guides limiting the depth of cut of 
said grinding teeth as the grinding disc is rotated and engaged with the stump (S). Examiner 
notes that the non-cutting (perpendicular edge to the cutting edge) of the teeth (48) act as a depth 
guide, i.e. the teeth are prohibited from cutting any further into the stump (S) than the overall 
length of the cutting teeth, thus the length of the cutting teeth act as a guide for cutting depth of 
the teeth (48). 

Moreover, Bowling teaches in a similar art the use of a stump-grinding machine (fig. 1 ) 
having a rotatable grinding disc (60) wherein both cutting teeth and depth guides (62) are spaced 
on a face of grinding disc (60). Bowling teaches this construction so as to efficiently grind a 
stump. Because the references are from a similar art, it would have been obvious at the time of 
the invention to one having ordinary skill in the art to replace Paumier' s cutting teeth (48) with 
cutting teeth and depth guides as taught by Bowling so as to efficiently grind a stump. 
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As to the adjustability of the depth guides (elms. 17, 28, 39). Examiner notes the teeth 
(48) to be replaceable, i.e.; adjustable due to wear (col. 3, lines 41-47), because as noted above, 
the non-cutting (perpendicular edge to the cutting edge) of the teeth (48) act as a depth guide, the 
replacement of any tooth (48) will lend to "adjustability": 



Cutting Tooth 



Depth Guide Block 



Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paumier 
(6,435,234) alone or in view of Bowling (6,021,825) as applied to claim 28 above, and further in 
view of Ver Ploeg (3,797,544). Neither Paumier nor Bowling discloses a shim for adjusting the 
cutting depth of the tool. Ver Ploeg teaches in a closely related art a stump-grinding machine 
fig. 1) wherein a cutter disc has a plurality of cutting teeth (40) mounted on a face of the disc 
(10; fig. 2). Further Ver Ploeg teaches the use of a shim (72; fig. 9) so as to adjustably mount the 
cutting tooth (40). Because the shim (70) and non-cutting edge act as a guide to the depth of the 
tooth (40) into the stump (fig. 1) Ver Ploeg teaches adjustability of depth guides for a stump- 
grinding machine. Because the references are from a closely related art and deal with a similar 
problem, i.e. stump cutting via a rotary cutting disc, it would have been obvious at the time of the 
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invention to one having ordinary skill in the art to provide either Paumier or Bowling with a 
shim as for improved cutting tool adjustability as taught by Ver Ploeg. 

Response to Arguments 
Applicant's arguments have been carefully considered but are moot in view of the new 

ground(s) of rejection. 

As to Applicant's arguments that Bowling fails to teach or suggest a depth guide, this is 
not found persuasive. Bowling, like Paumier teaches a cutting tooth mounted to a rotary disc 
stump-cutting machine. Further, Bowling teaches a side of the cutting tooth having a non-cutting 
edge that non-cutting edge acts as a depth guide, in that once the stump incurs that edge, the 
cutting teeth can no longer cut within the stump, thus a depth-cutting guide. 

Due to the newly applied reference(s) and new grounds of rejection this Office Action is 
made non-Final. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shelley Self whose telephone number is (571) 272-4524. The 
examiner can normally be reached Mon-Fri from 8:30am to 5:00pm. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's Supervisor, Derris Banks can be reached 
at (571) 272-4419. The fax phone numbers for the organization where this application or 
proceeding is assigned are (571) 273-8300 for regular and After Final communications. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on accessing the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 



